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EP-EC&IPL Law relating to Patents
REGULATORY FRAMEWORK

> Patents Act 1970
» Patents Rules 2003

The term ‘Patent’ acquired a statutory meaning in India under the Patents Act, 1970. The Act and the Rules
framed under it, i.e. the Patent Rules, 2003 regulate the subjects like the grant, the operative period, the
revocation, and infringement etc. of the Patents.

INTRODUCTION

A Patentis a statutory right for an invention granted for a limited period of time to the patentee by the Government,
in exchange of full disclosure of his invention for excluding others, from making, using, selling, importing the
patented product or process for producing that product for those purposes without his consent. Patent is a
monopoly grant and it enables the inventor to control the output and within the limits set by demand, the price
of the patented products. Underlying economic and commercial justification for the patent system is that it acts
as a stimulus to investment in the Industrial innovation. Innovative technology leads to the maintenance of and
increase in nations stock of valuable, tradable and industrial assets.

The law relating to patents contained in the Patents Act, 1970 .The Patents Act was enacted by the Government
of India in the year 1970 in pursuance of its powers under Entry 49 of the List | of Schedule VIl of the Constitution
of India. List | contains the list of the items in the Union List and Entry 49 reads, “Patents, inventions and designs;
copyright; trade-marks and merchandise marks.” The Act was notified on 19th September 1970. It has been
amended in the year 1995, 1999, 2002 and 2005. With increase in the technological progress of India, the
fundamental reasoning of the Act is that patents are given to promote innovations & developments and to
ensure that these creations got recognition commercially without delay; and patents are conceded to empower
patentee to commercially utilize the monopoly for the importation of the patented product into the nation. The
similar rationality is applicable in compulsory licensing, certification cum registration of process patents for
sustenance, or medication, other products like pesticides came through synthetic procedures which, aside from
compound substances ordinarily incorporate things, for example, combinations, optical glass, semi-transmitters,
alloys, etc. It might, nonetheless, be noticed that items fundamental for our economy, for example, agribusiness
and cultivation items, nuclear vitality creations and all organic products are not patentable. So, the Patents
legislation was relied upon to provide a sensible adjust amongst satisfactory & efficient security of patents from
one perspective and the innovation improvement, open intrigue and particular needs of the nation on another.

PATENTS

Section 2(1) (m) of the Patents Act, 1970, defines the term patent as to mean a patent for any invention granted
under Patents Act.

An invention is considered as new (novel), if it is not anticipated by prior publication in patent and non-patent
literature, i.e., an invention is novel if it has not been disclosed in the prior art, where the prior art means
everything that has been published, presented or otherwise disclosed to the public before the date of filing/
priority date of complete specification. An invention is considered as novel, if it has not been anticipated by
prior use or prior public knowledge in India.

In the case of Bishwanath Prasad Radhey Shyam v. Hindustan Metal Industries, (1979) 2 SCC 511, it
was held by the Hon’ble Supreme Court of India that the object of Patent law is to encourage scientific
research, new technology and industrial progress. A limited-time grant of the only right to own, use, or
sell a patented method or product encourages the development of new commercially useful inventions.
The disclosure of the invention to the Patent Office, which becomes public domain after a predetermined
duration of the monopoly, is the cost of the monopoly grant.
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Advantages of Patents

» Patentee have the complete rights to restrict outsider from making, operating, providing accessibility to
be bought, providing or putting in the product generated by him, without his consent. He has absolute
prerogative to utilize his invention and his rights that are very much ensured under the Act.

» The patentee has a privilege to file the suit for encroachment of his patent and can ask for remedies
like, Injunction, compensation and a settlement of profit against the individual who encroached his
patent.

» Patentee can commercially exploit or pitch his creation to any skilled individual and concede permit to
him to abuse his item and in this way the patentee can likewise wins benefit along these lines.

» The holder of the exclusive permit can also avail the rights given to the patentee and can bring a suit if
there should arise an occurrence of any encroachment of Patent.

» A patentee gets the privilege to make changes in or alterations of an invention depicted or uncovered
in the total determination of the primary innovation and get the particular right of a patent by the
substantial change or patent as a matter of addition/certain adjustment.

It may be noted that according to Section 2(1) (p) of the Patents Act, 1970, the term patentee as to mean the
person for the time being entered on the register as the grantee or proprietor of the patent.

What can be Patented?

An invention relating either to a product or process that is new, involving inventive step and capable of
industrial application can be patented. However, it must not fall into the categories of inventions that are
non- patentable under sections 3 and 4 of the Act.

It may be noted that Section 2(1) (j) of the Act, defines invention as to mean a new product or process involving
an inventive step and capable of Industrial application.

Capable of industrial application, in relation to an invention, means that the invention is capable of being made
or used in an industry as defined under Section 2(1) (ac) of the Act.

Also, Section 2(1) () defines the term new invention as to mean any invention or technology which has not been
anticipated by publication in any document or used in the country or elsewhere in the world before the date of
filing of patent application with complete specification, i.e. the subject matter has not fallen into public domain
or that it does not form part of the state of the art.

As per legal regime of Intellectual Property Right, invention is something construed as new substance or
altogether new process having inventive stage/action and potential of industrial usage & relevance. Inventive
stage/step include certain aspects of action which are not palpable & evident to the person experienced in the
art. The real purpose of patent system is stimulating new innovative practices & technological development to
market for public interest.

In Raj Prakash v. Mangat Ram Choudhary AIR 1978 Delhi 1, it was held that inventive creation, as is
notable, is to discover something or find something not found or found by anybody previously. It isn’t
essential that the invention ought to be anything confounded. The fundamental thing is that the creator
was first to embrace it. The main issue in this manner, is that each basic creation is asserted, as in the form
of novelty or new character, it will be considered as an invention and the cases & specifications must be
perused in that light.
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What are not inventions
The following are not inventions within the meaning of Section 3 of the Act:

a) aninvention which is frivolous or which claims anything obviously contrary to well established natural
laws;

b) an invention the primary or intended use or commercial exploitation of which could be contrary to
public order or morality or which causes serious prejudice to human, animal or plant life or health or to
the environment;

c) the mere discovery of a scientific principle or the formulation of an abstract theory or discovery of any
living thing or non-living substances occurring in nature;

d) the mere discovery of a new form of a known substance which does not result in the enhancement
of the known efficacy of that substance or the mere discovery of any property or mere new use for a
known substance or of the mere use of a known process, machine or apparatus unless such known
process results in a new product or employs at least one new reactant;

Explanation to clause (d) clarifies that salts, esters, polymorphs, metabolites, pure form, particle size,
isomers, mixtures of isomers, complexes, combinations and other derivatives of known substance shall
be considered to be the same substance, unless they differ significantly in properties with regard to
efficacy.

e) a substance obtained by a mere admixture resulting only in the aggregation of the properties of the
components thereof or a process for producing such substance;

f) the mere arrangement or re-arrangement or duplication of known devices each functioning
independently of one another in a known way;

g) a method of agriculture or horticulture;

h) any process for the medicinal, surgical, curative, prophylactic diagnostic, therapeutic or other treatment
of human beings or any process for a similar treatment of animals to render them free of disease or to
increase their economic value or that of their products;

i) plants and animals in whole or any part thereof other than micro-organisms but including seeds,
varieties and species and essentially biological processes for production or propagation of plants and
animatls;

j)  a mathematical or business method or a computer programme per se or algorithms;

k) a literary, dramatic, musical or artistic work or any other aesthetic creation whatsoever including
cinematographic works and television productions;

) a mere scheme or rule or method of performing mental act or method of playing game;
m) a presentation of information;
n) topography of integrated circuits;

o) aninvention which in effect, is traditional knowledge or which is an aggregation or duplication of known
properties of traditionally known component or components;

Section 4 prohibits the grant of patent in respect of an invention relating to atomic energy falling within
Sub- section (1) of Section 20 of the Atomic Energy Act, 1962.
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After analysing the legislative history of Section 3(d), the Hon‘ble Supreme Court in the matter of
Novartis AG Vs. Union of India, W.P.No. 24760/06, commented, “We have, therefore, no doubt that
the amendment/addition made in section 3(d) is meant especially to deal with chemical substances,
and more particularly pharmaceutical products. The amended portion of section 3(d) clearly sets up
a second tier of qualifying standards for chemical substances/ pharmaceutical products in order to
leave the door open for true and genuine inventions but, at the same time, to check any attempt at
repetitive patenting or extension of the patent term on spurious grounds.

It was further held by the Apex Court :

In the case of medicines, efficacy means therapeutic efficacy and physico-chemical properties of
substances do not meet the requirement of therapeutic efficacy .

It was also held that patent applicants must prove the increase in therapeutic efficacy and just
increased bioavailability alone may not necessarily lead to an enhancement of therapeutic efficacy,
and in any given case, enhanced efficacy must be specifically claimed and established by research
data.

3

In this regard, in Para 187 of the Apex Court judgment, it is held that, “......... the physico-chemical
properties of beta crystalline form of Imatinib Mesylate, namely (i) more beneficial flow properties,
(ii) better thermodynamic stability, and (iii) lower hygroscopicity, may be otherwise beneficial but
these properties cannot even be taken into account for the purpose of the test of section 3(d) of the
Act, since these properties have nothing to do with therapeutic efficacy.”

What are the Criteria of Patentability?
An invention is patentable subject matter if it meets the following criteria —
» It should be novel.
It should have inventive step or it must be non-obvious.

>
> It should be capable of Industrial application.
>

It should not attract the provisions of section 3 and 4 of the Patents Act, 1970.

It may be noted that Section 2(1) (ja) of the Act defines the term inventive step as to mean a feature of an invention
that involves technical advance as compared to the existing knowledge or having economic significance or
both that makes the invention not obvious to a person skilled in the art.

Persons Entitled to make Application for Patent

Section 6 of the Act provides that an application for a patent for an invention may be made by any of the
following persons, that is to say:

a) by any person claiming to be the true and first inventor of the invention;

b) by any person being the assignee of the person claiming to be the true and first inventor in respect of
the right to make such an application;

c) by the legal representative of any deceased person who immediately before his death was entitled to
make such an application.

The application may be made by one of the persons either alone or jointly with any other person.

It may be noted that Section 2(1) (a) of the Act defines the term assignee as to include the legal representative
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of a deceased assignee, and references to the assignee of any person include references to the assignee of
the legal representative or assignee of that person.

Form of Application and Provisional & Complete Specification

The Specification is a techno-legal document containing scientific and technical disclosure and claims for
the invention which is the basis of rights of a patent. The Specification, thus, forms a crucial part of the
patent application.

Section 7 dealing with form of application requires every application for a patent to be made for one invention
only. Where the application is made by virtue of an assignment of the right to apply for a patent for the invention,
there shall be furnished with the application proof of the right to make the application.

Every international application under the Patent Cooperation Treaty (PCT) for a patent, as may be filed
designating India shall be deemed to be an application under the Act, if a corresponding application has also
been filed before Controller in India. The filing date of such application and its complete specification processed
by patent office as designated office or elected office shall be the international filing date accorded under the
PCT.

What is the Patent Cooperation Treaty (PCT)?

The PCT is an international treaty with more than 150 Contracting States which are bound with certain
formal requirements set out in the Treaty and Regulations. The PCT makes it possible to seek patent
protection for an invention simultaneously in a large number of countries by filing a single international
patent application instead of filing several separate national or regional patent applications however,
granting of patents remains under the control of the national or regional patent offices after the
corresponding national phase application has been filed and the national phase application is assessed
as per patent law of that jurisdiction.

Section 7(4) provides that every such application, not being a convention application or an application filed
under PCT designating India, shall be accompanied by a provisional or a complete specification.

Section 9 stipulates that where an application for a patent (not being a convention application or an application
filed under PCT designating India) is accompanied by a provisional specification, a complete specification shall
be filed within twelve months from the date of filing of the application, and if the complete specification is not
so filed, the application shall be deemed to be abandoned. Where two or more applications in the name of the
same applicant are accompanied by provisional specifications in respect of inventions which are cognate or of
which one is a modification of another and the Controller is of opinion that the whole of such inventions are such
as to constitute a single invention and may properly be included in one patent, he may allow one complete
specification to be filed in respect of all such provisional specifications. However, the period of twelve months
shall be reckoned from the date of filing of the earliest provisional specification.

Where an application for a patent (not being a convention application or an application filed under PCT
designating India) is accompanied by a specification purporting to be a complete specification, the Controller
may, if the applicant so requests at any time within twelve months from the date of filing of the application,
direct that such specification shall be treated as a provisional specification and proceed with the application
accordingly. Where a complete specification has been filed in pursuance of an application for a patent
accompanied by a provisional specification or by a specification treated by virtue of a direction under sub-
section (3) as a provisional specification, the Controller may, if the applicant so requests at any time before the
grant of patent, cancel the provisional specification and post-date the application to the date of filing of the
complete specification.
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When should an Application for a Patent be Filed?

An application for a patent can be filed at the earliest possible date and should not be delayed. An
application filed with provisional specification, disclosing the essence of the nature of the invention helps
to register the priority of the invention. Delay in filing an application may entail some risks such as:

(i) some other inventor might file a patent application on the said invention and

(i) there may be either an inadvertent publication of the invention by the inventor himself/herself or
by others independently of him/her.

General Procedure for Obligation a Patent

Filing of Patent Application

NS
Publication after 18 Months

b4
Pre Grant Opposition/Representation by any person

S
Request for Examination

NS
Examination: Grant or Refusal

NS
Publication of Grant of Patent

b4
Post Grant Opposition to Grant Patent

S
Decision by Controller

Contents of Specifications

Section 10 dealing with contents of Specifications provides that every specification, whether provisional or
complete, shall describe the invention and begin with a title sufficiently indicating the subject matter to which
the invention relates.

Every complete specification is required to -

a) fully and particularly describe the invention and its operation or use and the method by which it is to be
performed,

b) disclose the best method of performing the invention which is known to the applicant and for which he
is entitled to claim protection;

c) end with a claim or claims defining the scope of the invention for which protection is claimed; and
d) be accompanied by an abstract to provide technical information on the invention.

However, the Controller may amend the abstract for providing better information to third parties and if the
applicant mentions a biological material in the specification which may not be described in such a way as to
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satisfy clauses (a) and (b) above and if such material is not available to the public, the application shall be
completed by depositing the material to an International Depository Authority under the Budapest Treaty and
by fulfilling the following conditions, namely:

() the deposit of the material shall be made not later than the date of filing the patent application in India
and a reference thereof shall be made in the specification within the prescribed period;

(i) all the available characteristics of the material required for it to be correctly identified or indicated are
included in the specification including the name, address of the depository institution and the date and
number of the deposit of the material at the institution;

(iii) access to the material is available in the depository institution only after the date of the application for
patent in India or if a priority is claimed after the date of the priority;

(iv) disclose the source and geographical origin of the biological material in the specification, when used in
an invention.

In case of an international application designating India the title, description, drawings, abstracts and claims
filed with the application shall be taken as the complete specification for the purposes of the Act.

The claim or claims of a complete specification shall relate to a single invention, or to a group of inventions
linked so as to form a single inventive concept, shall be clear and succinct and shall be fairly based on the
matter disclosed in the specification.

Any kind of innovation/invention is patented for making monetary profit and that it can be identified further
when it got the status of exclusivity in a commercial market. A feature of exclusivity or monopoly is attained
when description in patent specification is clear on the part of being novel. Patentee can rightfully exploit his
monopoly either by utilizing marketable strategies over patented product or by licensing the same to a different
person. A patentee also has privilege to assign the invention to third person by way of deed. Special thing
about patented invention is that its monetary value can increase with passage of time. Right of licensing is also
one of the acceptable way to commercially exploit patented invention and prevent it from any possible kind of
unauthorized usage and patent holder can retain exclusive commercial right.

How a Patent Specification is prepared?

A patent specification can be prepared by the applicant himself or his registered and authorized agent.
The patent specification generally comprises of the title of the invention indicating its technical field,
prior art, draw backs in the prior art, the solution provided by the inventor to obviate the drawbacks of
the prior art, a concise but sufficient description of the invention and its usefulness, drawings (if any)
and details of best method of its working. The complete specification must contain atleast one claim or
statement of claims defining the scope of the invention for which protection is sought for.

Publication of Applications

Section 1MA(1) provides that save as provided otherwise, no application for patents shall ordinarily be open to
public for such period as may be prescribed. Sub-section (2) entitles an applicant to request the Controller, in
the prescribed manner, to publish his application at any time before the expiry of the period prescribed under
sub-section (1) and subject to the provisions of sub-section (3). The Controller on receipt of such request shall
publish such application as soon as possible. Every application for patent shall be published on expiry of the
period specified in sub-section (1) except those applications in which secrecy direction is imposed under section
35; or application has been abandoned under section 9(1); or application has been withdrawn three months
prior to the period specified under sub-section (1).
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The publication of every application shall include the particulars of the date of application, number of
application, name and address of the applicant identifying the application and an abstract. Upon publication
of an application for a patent, the depository institution shall make the biological material mentioned in the
specification available to the public. The patent office may, on payment of prescribed fee make the specification
and drawings, if any, of such application available to the public.

Section 1A(7) provides that on or from the date of publication of the application for patent and until the
date of grant of a patent in respect of such application, the applicant shall have the like privileges and
rights as if a patent for invention had been granted on the date of publication of application. However,
the applicant shall have no right to institute any proceedings for infringement until the patent has been
granted. Additionally, the rights of a patentee in respect of applications made under Section 5(2) before
January 1,2005 shall accrue from the date of grant of patent. Moreover, after the patent is granted in respect
of applications made under Section 5(2), the patent holder shall only be entitled to receive reasonable
royalty from such enterprises which have made significant investment and were producing and marketing
concerned product prior to January 1, 2005 and which continue to manufacture the product covered by the
patent on the date of grant of the patent and no infringement proceedings shall be instituted against such
enterprises.

When is an Application for Patent Published?

Every application for patent is published after expiry of 18 months from the date of its filing or priority
date whichever is earlier. However, following applications are not published.

(A) Application in which secrecy direction is imposed.

(B) Application which has been abandoned u/s 9(1) and i.e. when a provisional application has
been filed and the complete application has not been filed with 12 months from the filing of the
provisional application.

(C) Application which has been withdrawn 3 months prior to 18 months.

Request for Examination

Section 11B provides that no application for a patent shall be examined unless the applicant or any other
interested person makes a request in the prescribed manner for such examination within the prescribed period.
In case of an application in respect of a claim for a patent filed under Section 5(2) before Januaryl, 2005, a
request for examination shall be made in the prescribed manner for such examination within the prescribed
period, by the applicant or any other interested person.

In case the applicant or any other interested person does not make a request for examination of the application
for a patent within the specified period, the application shall be treated as withdrawn by the applicant. However
the applicant may, at any time after filing the application but before the grant of the patent, withdraw the
application by making a request in the prescribed manner; and in a case secrecy direction has been issued
under Section 35, the request for examination may be made within the prescribed period from the date of
revocation of the secrecy direction.

Examination of Application

Section 12 dealing with examination of application provides that when the request for examination has been
filed in respect of an application for a patent in the prescribed manner under Section 11B (1) or (3), the application
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and specification and other documents related thereto shall be referred at the earliest by the Controller to an
examiner for making a report to him in respect of the following matters, namely:

a) whether the application and the specification and other documents relating thereto are in accordance
with the requirements of the Act and of any rules made thereunder;

b) whetherthereis any lawful ground of objection to the grant of the patent in pursuance of the application;
c) the result of investigations made under Section 13; and
d) any other matter which may be prescribed.

The examiner to whom the application and the specification and other documents relating thereto are referred
shall ordinarily make the report to the Controller within the prescribed period.

Search for Anticipation by Previous Publication and by Prior Claim

Section 13 dealing with search for anticipation by previous publication and by prior claim provides that the
examiner to whom the application for a patent is referred shall make investigation for the purpose of ascertaining
whether the invention so far as claimed in any claim of the complete specification:

(a) has been anticipated by publication before the date of filing of the applicant’s complete specification in
any specification filed in pursuance of an application for a patent made in India and dated on or after
the 1st day of January, 1912;

(b) is claimed in any claim of any other complete specification published on or after the date of filing of
the applicant’s complete specification, being a specification filed in pursuance of an application for a
patent made in India and dated before or claiming the priority date earlier than that date.

The examiner shall, in addition, make such investigation for the purpose of ascertaining whether the invention
so far as claimed in any claim of the complete specification has been anticipated by publication in India or
elsewhere in any document other than those mentioned in Section 13(1) before the date of filing of the applicant’s
complete specification. In case a complete specification has been amended before the grant of a patent, the
amended specification shall be examined and investigated in the like manner as the original specification.

Consideration of the Report of Examiner by Controller

Section 14 provides that in case the report of the examiner is adverse to the applicant and requires any
amendment of the application, specification or other documents, the Controller shall, before proceeding to
dispose of the application, communicate the gist of obligations to the applicant as expeditiously as possible
and afford him an opportunity of hearing.

Power of Controller to Refuse or Require Amended Application in Certain matters

Section 15 empowers the Controller to refuse the application or to require the application, specification or other
documents to be amended, if he is satisfied that the application or any specification or any other document filed
in pursuance thereof does not comply with the provisions of the Act and the rules made thereunder.

Power of Controller to make Orders Respecting Dating of Application and Cases of Anticipation

Section 17 provides that at any time after the filing of an application and before the grant of the patent, the
Controller may at the request of the applicant direct that the application shall be post-dated to such date as
may be specified in the request and proceed with the application accordingly. However, no application shall be
post-dated to a date later than six months from the date on which it was actually made or would be deemed to
have been made.
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Where an application or specification (including drawings) or any other document is required to be amended
under Section 15, the application or specification or other document shall, if the Controller so directs, be
deemed to have been made on the date on which the requirement is complied with or where the application or
specification or other document is returned to the applicant, the date on which it is refiled after complying with
the requirement.

Section 18 says that where it appears to the Controller that the invention so far as claimed in any claim of the
complete specification has been anticipated, he may refuse the application unless the applicant:

a) shows to the satisfaction of the Controller that the priority date of the claim of his complete specification
is not later than the date on which the relevant document was published; or

b) amends his complete specification to the satisfaction of the Controller.

If it appears to the Controller that the invention is claimed in a claim of any other complete specification, he may,
direct that a reference to that other specification be inserted in the applicant’s complete specification unless the
applicant shows to the satisfaction of the Controller that the priority date of his claim is not later than the priority date
of the claim of the said other specification; or the complete specification has been amended to his satisfaction.

Similar provision also applies in the case where it appears to the Controller that the invention so far claimed in
any claim of the applicant’s complete specification has been claimed in other complete specification referred
to in section 13(1)(a) and that such other complete specification was published on or before the priority date of
the applicant’s claim.

Potential Infringement

Patent infringement is the violation of the exclusive rights of the patent holder. The Patents Act 1970,
does not specifically define activities or situations that constitute patent infringement. Section 48 of the
Patents Act gives the patent holder/ patentee an ‘exclusive right’ to exclude any third- party from making,
using, offering, selling, manufacturing etc. the patented invention/ product/ process, during the valid
term of the patent. This essentially creates monopolistic rights over the patented invention/ product/
process. Thus, any activity which violates such a monopoly can be considered a patent infringement. In
cases of patent infringement, the patent holder has the right to sue the infringing party to get relief and
compensation for the damage caused. Sections 104-114 of the Act provide certain guidelines relating to
patent infringement.

Section 19 provides that if in consequence of the investigations it appears to the Controller that an invention
in respect of which an application for a patent has been made cannot be performed without substantial risk of
infringement of a claim of any other patent, he may direct that a reference to that other patent, be inserted in the
applicant’s complete specification by way of notice to the public within such time as may be prescribed, unless

a) the applicant shows to the satisfaction of the Controller that there are reasonable grounds for contesting
the validity of the said claim of the other patent; or
b) the complete specification is amended to the satisfaction of the Controller.
The reference shall be inserted in the following form, namely:

“Reference has been directed, in pursuance of Section 19(2) of the Patents Act, 1970 to Patent No....... .

Where after a reference to another patent has been inserted in a complete specification in pursuance of a
direction under Section 19(1):

a) that other patent is revoked or otherwise ceases to be in force; or
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b) the specification of that other patent is amended by the deletion of the relevant claim; or

c) itis found, in proceedings before the court or the Controller, that the relevant claim of that other patent
is invalid or is not infringed by any working of the applicant’s invention, the Controller may, on the
application of the applicant delete the reference to that other patent.

Substitution of Applicants

Section 20 says that if the Controller is satisfied, on a claim made in prescribed manner at any time before a
patent has been granted that by virtue of any assignment or agreement in writing made by the applicant or
one of the applicants for the patent or by operation of law, the claimant would, if the patent were then granted,
be entitled thereto or to the interest of the applicant therein, or to an undivided share of the patent or of that
interest, the Controller may direct that the application shall proceed in the name of the claimant or in the names
of the claimants and the applicant or the other joint applicant or applicants, accordingly as the case may be.
No such direction shall however, be given by virtue of any assignment or agreement made by one of the two
or more joint applicants for a patent except with the consent of the other joint applicant or applicants. Further,
no such direction shall be given by virtue of any assignment or agreement for the assignment of the benefit of
an invention unless:

a) the invention is identified therein by reference to the number of the applications for the patent; or

b) there is produced to the Controller an acknowledgement by the person by whom the assignment or
agreement was made that the assignment or agreement relates to the invention in respect of which that
application is made; or

c) the rights of the claimant in respect of the invention have been finally established by the decision of
court; or

d) the Controller gives directions for enabling the application to proceed or for regulating the manner in
which it should be proceeded with under sub-section (5).

Where one of the two or more joint applicants for a patent dies at any time before the patent has been
granted, the Controller may upon a request made by the survivor or survivors and with the consent of the legal
representative of the deceased direct that the application shall proceed in the name of the survivor or survivors
alone.

If any dispute arises between joint applicants for a patent whether or in what manner the application should
be proceeded with, the Controller may upon an application made by any of the parties, and after giving to all
parties concerned an opportunity of being heard, give such directions as he thinks fit for enabling the application
to proceed in the name of one or more of the parties alone or for regulating the manner in which it should be
proceeded with.

Time for Putting Application in Order for Grant

Section 21 of the Act provides that an application for a patent shall be deemed to have been abandoned
unless, the applicant has complied within the prescribed period with all the requirements imposed on him by or
under the Act, whether in connection with the complete specification or otherwise in relation to the application
from the date on which the first statement of objections to the application or complete specification or other
documents related thereto is forwarded to the applicant by the Controller.

Explanation to section 21(1) clarifies that where the application for a patent or any specification or, in the case
of a convention application or an application filed under the PCT designating India any document filed as part
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of the application has been returned to the applicant by the Controller in the course of the proceedings, the
applicant shall not be deemed to have complied with such requirements unless and until he has re-filed it or
the applicant proves to the satisfaction of the Controller that for the reasons beyond his control such document
could not be re-filed.

Sub-section (2) of Section 21 provides that if at the expiration of the period as prescribed under sub-section (1) an
appeal to the High Court is pending in respect of the application for the patent for the main invention; or in the
case of an application for a patent of addition, an appeal to the High Court is pending in respect of either that
application or the application for the main invention, the time within which the requirements of the Controller
shall be complied with shall, on an application made by the applicant before the expiration of the period as
prescribed under sub-section (1), be extended until such date as the High Court may determine. In case, the
time within which the appeal mentioned in sub-section (2) may be instituted has not expired, the Controller may
extend the period as prescribed under sub-section (1), to such further period as he may determine. However, in
case of an appeal filed during the said further period, and the High Court has granted any extension of time for
complying with the requirements of the Controller, then the requirements may be complied with within the time
granted by the Court.

OPPOSITION TO THE PATENT

Section 25 of the Act deals with opposition to grant of patent and provides that where an application for a
patent has been published but a patent has not been granted, any person may, in writing, represent by way of
opposition to the Controller against the grant of patent on the following grounds and the Controller on request
of such person shall hear him and dispose of the representation in the prescribed manner and specified time:

(a) that the applicant for the patent or the person under or through whom he claims, wrongfully obtained
the invention or any part thereof from him or from a person under or through whom he claims;

(b) that the invention so far as claimed in any claim of the complete specification has been published
before the priority date of the claim —

(i) in any specification filed in pursuance of an application for a patent made in India on or after the
1st day of January, 1912; or

(i) in India or elsewhere, in any other document.

Provided that the ground specified in sub-clause (ii) shall not be available where such publication does
not constitute an anticipation of the invention by virtue of sub-section (2) or sub-section (3) of section 29;

(c) that the invention so far as claimed in any claim of the complete specification is claimed in a claim
of a complete specification published on or after the priority date of the applicant’s claim and filed in
pursuance of an application for a patent in India, being a claim of which the priority date is earlier than
that of the applicant’s claim;

(d) that the invention so far as claimed in any claim of the complete specification was publicly known or
publicly used in India before the priority date of that claim.

Explanation — For the purposes of this clause, an invention relating to a process for which a patent is
claimed shall be deemed to have been publicly known or publicly used in India before the priority date
of the claim if a product made by that process had already been imported into India before that date
except where such importation has been for the purpose of reasonable trial or experiment only;

(e) that the invention so far as claimed in any claim of the complete specification is obvious and clearly
does not involve any inventive step, having regard to the matter published as mentioned in clause (b)
or having regard to what was used in India before the priority date of the applicant’s claim;
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(f) that the subject of any claim of the complete specification is not an invention within the meaning of this
Act, or is not patentable under this Act;

(g) that the complete specification does not sufficiently and clearly describe the invention or the method
by which it is to be performed;

(h) that the applicant has failed to disclose to the Controller the information required by section 8 or has
furnished the information which in any material particular was false to his knowledge;

(i) that in the case of convention application, the application was not made within twelve months from
the date of the first application for protection for the invention made in a convention country by the
applicant or a person from whom he derives title;

(j) thatthe complete specification does not disclose or wrongly mention the source of geographical origin
of biological material used for the invention;

(k) that the invention so far as claimed in any claim of the complete specification is anticipated having
regard to the knowledge, oral or otherwise, available within any local or indigenous community in India
or elsewhere.

Section 25(2) entitles any interested person to give notice of opposition, to the Controller in the prescribed
manner at any time after the grant of patent but before the expiry of a period of one year from the date of
publication of grant of a patent, on any of the following grounds only :-

(a) thatthe patentee or the person under or through whom he claims, wrongfully obtained the invention or
any part thereof from him or from a person under or through whom he claims;

(b) that the invention so far as claimed in any claim of the complete specification has been published
before the priority date of the claim in any specification filed in pursuance of an application for a patent
made in India on or after the 1st day of January, 1912; or in India or elsewhere, in any other document.
However, the ground that the invention so far claimed in any claim of complete specification has been
published before the priority date of the claim in India or elsewhere in any other document shall not
be available where such publication does not constitute an anticipation of the invention by virtue of
section 29(2) or (3);

(c) thatthe invention so far as claimed in any claim of the complete specification is claimed in a claim of
a complete specification published on or after the priority date of the claim of the patentee and filed in
pursuance of an application for a patent in India, being a claim of which the priority date is earlier than
that of the claim of the patentee;

(d) that the invention so far as claimed in any claim of the complete specification was publicly known or
publicly used in India before the priority date of that claim;

It may be noted that an invention relating to a process for which a patent is granted shall be deemed to
have been publicly known or publicly used in India before the priority date of the claim if a product made
by that process had already been imported into India before that date except where such importation
has been for the purpose of reasonable trial or experiment only;

(e) that the invention so far as claimed in any claim of the complete specification is obvious and clearly
does not involve any inventive step, having regard to the matter published as mentioned in clause (b)
or having regard to what was used in India before the priority date of the claim;

(f) that the subject of any claim of the complete specification is not an invention within the meaning of this
Act, or is not patentable under this Act;

(g) that the complete specification does not sufficiently and clearly describe the invention or the method
by which it is to be performed,;
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(h) that the patentee has failed to disclose to the Controller the information required by section 8 or has
furnished the information which in any material particular was false to his knowledge;

(i) thatinthe case of a patent granted on convention application, the application for patent was not made
within twelve months from the date of the first application for protection for the invention made in a
convention country or in India by the patentee or a person from whom he derives title;

(j) that the complete specification does not disclose or wrongly mentions the source and geographical
origin of biological material used for the invention;

(k) that the invention so far as claimed in any claim of the complete specification was anticipated having
regard to the knowledge, oral or otherwise, available within any local or indigenous community in India
or elsewhere.

Constitution of Opposition Board and its proceeding

Section 25(3) provides that where any such notice of opposition is duly given under sub-section (2), the Controller
shall notify the patentee and constitute a Board by order in writing to be known as the Opposition Board
consisting of such officers as he may determine and refer such notice of opposition alongwith the documents to
that Board for examination and submission of its recommendation. Every Opposition Board is required to conduct
the examination in accordance with the prescribed procedure. Sub-section (4) provides that the Controller shall
on receipt of the recommendation of the Opposition Board and after giving the patentee and the opponent an
opportunity of being heard, order either to maintain or amend or revoke the patent. However, the Controller
while passing the order shall not take into account any personal document or secret trial or secret use in case
the opposition is based on the grounds mentioned under sub-section (2)(d) & (e). In case the Controller issues
an order under sub-section (4) that the patent shall be maintained subject to amendment of the specification or
any other document, the patent shall stand amended accordingly.

Controller to Treat Application as Application of Opponent

Section 26 of the Act provides that where in any opposition proceeding the Controller finds that the invention,
so far as claimed in any claim of the complete specification, was obtained from the opponent in the manner set
out in section 25(2)(a) and revokes the patent on that ground, he may, on request by such opponent made in
the prescribed manner, direct that the patent shall stand amended in the name of the opponent; or a part of an
invention described in the complete specification was so obtained from the opponent, he may pass an order
requiring that the specification be amended by the exclusion of that part of the invention.

Where an opponent has, before the date of the order of the Controller requiring the amendment of a complete
specification referred to in section 26(1)(b), filed an application for a patent for an invention which included
the whole or a part of the invention held to have been obtained from him and such application is pending, the
Controller may treat such application and specification in so far as they relate to the invention held to have
been obtained from him, as having been filed, for the purposes of the priority dates of claims of the complete
specification, on the date on which the corresponding document was or deemed to have been filed by the
patentee in the earlier application but for all other purposes the application of the opponent shall be proceeded
with as an application for a patent.

RESIDENTS NOT TO APPLY FOR PATENTS OUTSIDE INDIA WITHOUT PRIOR PERMISSION

Section 39 of the Act provides that no person resident in India shall, except under the authority of a written
permit sought in the prescribed manner and granted by or on behalf of the Controller, make or cause to be
made any application outside India for the grant of a patent for an invention unless an application for a patent
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for the same invention has been made in India, not less than six weeks before the application outside India
and either no direction has been given under of section 35(1) in relation to the application in India, or all such
directions have been revoked.

Sub-section (2) obliges the Controller to dispose of every such application within the prescribed period. However,
if the invention is relevant for defence purpose or atomic energy, the Controller shall not grant permit without
the prior consent of the Central Government. Sub-section (3) clarifies that the provisions of section 39 shall not
apply in relation to an invention for which an application for protection has first been filed in a country outside
India by a person resident outside India.

GRANT OF PATENTS

Section 43 dealing with grant of patents provides that where an application for a patent has been found to be
in order for grant of the patent and either the application has not been refused by the Controller by virtue of
any power vested in him by the Act; or the application has not been found to be in contravention of any of the
provisions of the Act, the patent shall be granted as expeditiously as possible to the applicant or, in the case of
a joint application, to the applicants jointly, with the seal of the patent office and the date on which the patent
is granted shall be entered in the register. The Controller has been put under obligation to publish the fact that
the patent has been granted and thereupon the application, specification and other documents related thereto
shall be open for public inspection.

Grant of Patents Subject to Conditions

Section 47 dealing with grant of patents subject to conditions provides that the grant of a patent shall be subject
to the conditions that:

(1 any machine, apparatus or other article in respect of which the patent is granted or any article made by
using a process in respect of which the patent is granted, may be imported or made by or on behalf of
the Government for the purpose merely of its own use;

(2) any process in respect of which the patent is granted may be used by or on behalf of the Government
for the purpose merely of its own use;

(3) any machine, apparatus or other article in respect of which the patent is granted or any article made
by the use of the process in respect of which the patent is granted, may be made or used, and any
process in respect of which the patent is granted may be used by any person, for the purpose merely
of experiment or research including the imparting of instructions to pupils; and

(4) inthe case of a patent in respect of any medicine or drug, the medicine or drug may be imported by the
Government for the purpose merely of its own use or for distribution in any dispensary, hospital or other
medical institution maintained by or on behalf of the Government or any other dispensary, hospital or
other medical institution which the Central Government may, having regard to the public service that
such dispensary, hospital or medical institution renders, specify in this behalf by notification in the
Official Gazette.

Rights of Patentees

Section 48 provides that subject to the other provisions contained in the Patents Act and the conditions specified
in section 47, a patent granted under the Act shall confer upon the patentee:

(a) where the subject matter of the patent is a product, the exclusive right to prevent third parties, who
do not have his consent, from the act of making, using, offering for sale, selling or importing for those
purposes that product in Indig;

(b) where the subject matter of the patent is a process, the exclusive right to prevent third parties, who do
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not have his consent, from the act of using that process, and from the act of using, offering for sale,
selling or importing for those purposes the product obtained directly by that process in India.

What are the Rights of a Patentee once the Patent is Granted?

A patentee enjoys the exclusive right to make and use the patented invention. The patentee also has the
right to assign the patent, grant licences, or otherwise deal with the patent, for any consideration. These
rights, created by statute, are circumscribed by various conditions and limitations as prescribed under
the Patents Act, 1970.

Term of Patent

According to Section 53 of the Act, the term of every patent which has not expired and has not ceased to have effect,
on the date of such commencement shall be twenty years from the date of filing of the application for the patent.

The term of patent in case of International applications filed under the Patent Cooperation Treaty designating
India, shall be twenty years from the international filing date accorded under the Patent Cooperation Treaty.

A patent shall cease to have effect notwithstanding anything therein or in the Act on the expiration of the period
prescribed for the payment of any renewal fee, if that fee is not paid within the prescribed period or within such
extended period as may be prescribed.

Notwithstanding anything contained in any other law for the time being in force, on cessation of the patent right
due to non-payment of renewal fee or on the expiry of the term of patent, the subject matter covered by the said
patent shall not be entitled to any protection.

What is the Term of a Patent in the Indian System?

The term of every patent granted is 20 years from the date of filing of application. However, for application
filed under national phase under Patent Cooperation Treaty (PCT), the term of patent will be 20 years
from the international filing date accorded under PCT.

PATENTS OF ADDITION

Section 54, 55 and 56 deals with patents of addition. Section 54 provides that where an application is made for
a patent in respect of any improvement in or modification of an invention described or disclosed in the complete
specification, namely the main invention and the applicant also applies or has applied for a patent for that invention
or is the patentee in respect thereof, the Controller may, if the applicant so requests, grant the patent for the
improvement or modification as a patent of addition. Where an invention being an improvement in or modification
of another invention, is the subject of an independent patent and the patentee in respect of that patent is also the
patentee in respect of the patent for the main invention, the Controller may, if the patentee so requests, revoke the
patent for the improvement or modification and grant to the patentee a patent of addition in respect thereof, bearing
the same date of the patent so revoked. However a patent shall not be granted as a patent of addition unless the
date of filing of the application is the same as or later than the date of filing of the application in respect of the main
invention. A patent of addition shall not be granted before the grant of the patent for the main invention.

Section 55 deals with term of patents of addition and provides that a patent of addition is granted for a term
equal to that of the patent for the main invention or so much thereof as has not expired and remains in force
during that term or until the previous cessor of the patent for the main invention and no longer. No renewal
fees is payable in respect of a patent of addition, but if any such patent becomes an independent patent the
same fees shall thereafter be payable upon the same dates, as if the patent had been originally granted as an
independent patent.

Section 56 which deals with validity of patents of addition provides that the grant of a patent of addition shall
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not be refused and a patent granted as a patent of addition shall not be revoked or invalidated, on the ground
only that the invention claimed in the complete specification does not involve any inventive step having regard
to any publication or use of the main invention described in the complete specification relating thereto; or any
improvement in or modification of the main invention described in the complete specification of a patent of
addition to the patent for the main invention or of an application for such a patent of addition, and the validity
of a patent of addition shall not be questioned on the ground that the invention ought to have been the subject
of an independent patent. In this context, it is clarified that in determining the novelty of the invention claimed in
the complete specification filed in pursuance of an application for a patent of addition regard shall be had also
to the complete specification in which the main invention is described.

A patent of addition application cannot be rejected on the grounds that the disclosure in the primary
application or patent lacked innovative step. However, the disclosure in the main application or patent
may be used as evidence of innovation against the patent addition application.

In the matter of Ravi Kamal Bali v/s Kala Tech and others the Bombay High Court on 12th February, 2008
dismissed the defendant‘s arguments that Patent of addition can only be granted if it has an inventive
step over the main application.

RESTORATION OF LAPSED PATENTS

Section 60 provides that where a patent has ceased to have effect by reason of failure to pay any renewal
fee within the period prescribed under section 53 or within period as may be allowed under section 142(4), the
patentee or his legal representative and where the patent was held by two or more persons jointly, then with
the leave of the Controller one or more of them without joining the others, may within eighteen months from the
date on which the patent ceased to have effect, make an application for the restoration of the patent.

Procedure for disposal of applications for restoration of lapsed patents

Section 61 provides that if, after hearing the applicant in cases where the applicant so desires or the Controller
thinks fit, the Controller is prima facie satisfied that the failure to pay the renewal fee was unintentional and
that there has been no undue delay in the making of the application, he shall publish the application in the
prescribed manner; and within the prescribed period, any person interested may give notice to the Controller of
opposition thereto on either or both of the following grounds that —

(a) the failure to pay the renewal fee was not unintentional; or
(o) there has been undue delay in the making of the application.

If notice of opposition is given within the prescribed period aforesaid, the Controller shall notify the applicant,
and shall give to him and to the opponent an opportunity to be heard before deciding the case. If no notice
of opposition is given within the prescribed period aforesaid or if in the case of opposition, the decision of the
Controller is in favour of the applicant, the Controller shall, upon payment of any unpaid renewal fee and such
additional fee as may be prescribed, restore the patent and any patent of addition specified in the application
which has ceased to have effect on the cesser of that patent. The Controller may, if he thinks fit as a condition
of restoring the patent, require that an entry shall be made in the register of any document or matter which has
to be entered in the register but which has not been so entered.

Rights of patentees of lapsed patents which have been restored

Section 62 provides that where a patent is restored, the rights of the patentee shall be subject to such conditions
as may be prescribed and to such other conditions as the Controller thinks fit to impose for the protection or
compensation of persons who may have begun to avail themselves of, or have taken definite steps by contract
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or otherwise to avail themselves of, the patented invention between the date when the patent ceased to have
effect and the date of the publication of the application for restoration of the patent. No suit or other proceeding
shall be commenced or prosecuted in respect of an infringement of a patent committed between the date on
which the patent ceased to have effect and the date of the publication of the application for restoration of the
patent.

SURRENDER AND REVOCATION OF PATENTS

Section 63 entitles the patentee to offer to surrender his patent, at any time by giving notice to the Controller.
Where such an offer is made, the Controller shall publish the offer in the prescribed manner and also notify
every person other than the patentee whose name appears in the register as having an interest in the patent.
Any person interested may, within the prescribed period after such publication, give notice of opposition to the
Controller and where such notice in given the Controller shall notify the patentee. If the Controller is satisfied
after hearing the patentee and any opponent, if desirous of being heard, that the patent may properly be
surrendered, he may accept the offer and by order revoke the patent.

Grounds for Revocation of Patents

Section 64 deals with revocation of patents. A patent may be revoked on any of the following grounds:

® where an invention as claimed in a valid claim of earlier priority date which is included in the complete
specification of another patent granted in Indic;

® where the patent application was filed by a person who is not entitled under the provisions of the Act
and was granted a patent on such application;

® where the patent was wrongfully obtained and the rights of the petitioner or any person under/through
whom he claims, were contravened,

® when the subject of a claim of the complete specification is not an invention within the meaning of the
Act;

® where the invention that is being claimed is not new having regard to what was publicly known or used
in India before the priority date of the claim and also having regard to what was published in any of the
documents, whether in India or elsewhere;

® where the invention that is claimed is obvious and lacks any inventive step, having regard to what was
publicly known, used or published in India, before the priority date of the claim;

® where the invention is not useful;

® where the invention and the method by which itis to be performed is not sufficiently and fairly described
by the complete specification. In other words, the description of the method or the instructions for the
working of the invention as specified in the complete specification are insufficient to enable a person of
average skill and knowledge of the art to which the invention relates, to operate or work the invention
or where the best method of performing the invention which is known to the applicant is not disclosed;

® where the scope of any claim is not defined properly or based on the matter which his not disclosed in
the specification;

® where a false suggestion or representation was made to obtain the patent;
® where the subject of any claim of the complete specification is not patentable under the Act;

® the invention that is being claimed was secretly used in India before the priority date of the claim;
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® where the information required under Section 8 has not been disclosed by the applicant of the patent
to the Controller or the information that has been furnished is false to his knowledge;

® where any direction of secrecy passed under Section 35 has been contravened by the applicant or
made an application in contravention of Section 39 for the grant of a patent outside India;

® where the permission to amend the complete specification under Section 57 or 58 was obtained by
fraud;

® the complete specification does not disclose or mentions the wrong source or geographical origin of
biological material used for the invention;

® the invention was anticipated having regard to the knowledge which was available within any local or
indigenous community within India or elsewhere.

However, where the invention claimed is not new, obvious or lacks any inventive step, having regard to what
was publicly known or used in India or published in India or elsewhere, before the priority date of the claim:

® a personal document, secret trial or secret use shall not be taken into account;

® where the patent is for a process or for a product that is made by a process which is claimed, the
importation of the product which is made abroad by that process into India will constitute knowledge
or use in India of the invention, on the date of importation. Except where the product has been imported
for the purpose of reasonable trial or experiment only.

Furthermore, on a petition of the Central Government, the High Court may revoke a patent if it is satisfied that
the patentee has failed to comply with the request of the Central Government, without any reasonable cause
to make, use or exercise the invention which has been granted a patent for the Government’s purpose, within
the meaning of Section 99 of the Act. The petition for revocation of a patent should be notified to all persons
mentioned in the register who are proprietors of that patent or have a share or interest in the patent.

Section 65 deals with revocation of patent and amendment of complete specification on directions of the
Government in cases relating to atomic energy and section 66 deals with revocation of patents in public interest.
Section 65 provides that where at any time after grant of a patent, the Central Government is satisfied that a
patent is for an invention relating to atomic energy for which no patent can be granted under sub-section (1) of
section 20 of the Atomic Energy Act, 1962, it may direct the Controller to revoke the patent, and thereupon the
Controller, after giving notice, to the patentee and every other person whose name has been entered in the
register as having an interest in the patent, and after giving them an opportunity of being heard, may revoke the
patent. Sub-section 2 empowers the Controller allow the patentee to amend the complete specification in such
manner as he considers necessary instead of revoking the patent.

WORKING OF PATENTED INVENTIONS — GENERAL PRINCIPLES

Section 83 dealing with general principles applicable to working of patented invention provides that in exercising
the powers conferred for working of patents and compulsory licences, regard shall be had to the following
general considerations, namely:

a) that patents are granted to encourage inventions and to secure that the inventions are worked in India
on a commercial scale and to the fullest extent that is reasonably practicable without undue delay;

b) that they are not granted merely to enable patentees to enjoy a monopoly for the importation of the
patented article;

It may be noted that Section 2(1) (o) of the Act defines the term patented article and patented process
as to mean respectively an article or process in respect of which a patent is in force;
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c) that the protection and enforcement of patent rights contribute to the promotion of technological
innovation and to the transfer and dissemination of technology, to the mutual advantage of producers
and users of technological knowledge and in a manner conducive to social and economic welfare, and
to a balance of rights and obligations;

d) thatpatents granted do notimpede protection of public health and nutrition and should act as instrument
to promote public interest specially in sectors of vital importance for socio-economic and technological
development of Indiq;

e) that patents granted do not in any way prohibit Central Government in taking measures to protect
public health;

f) that the patent right is not abused by the patentee or person deriving title or interest on patent from the
patentee, and the patentee or a person deriving title or interest on patent from the patentee does not
resort to practices which unreasonably restrain trade or adversely affect the international transfer of
technology; and

g) that patents are granted to make the benefit of the patented invention available at reasonably
affordable prices to the public.

COMPULSORY LICENCES

Compulsory licenses are authorizations given to a third-party by the Controller General to make, use
or sell a particular product or use a particular process which has been patented, without the need of
the permission of the patent owner. This concept is recognised at both national as well as international
levels, with express mention in both (Indian) Patent Act, 1970 and TRIPS Agreement. There are certain
pre-requisite conditions, given under sections 84-92, which need to be fulfilled if a compulsory license is
to be granted in favour of someone.

Section 84 provides that at any time after the expiration of three years from the date of the grant of a patent,
any person interested may make an application to the Controller for grant of compulsory licence on patent on
any of the following grounds, namely:

a) that the reasonable requirements of the public with respect to the patented invention have not been
satisfied, or

b) that the patented invention is not available to the public at a reasonably affordable price, or
c) thatthe patented invention is not worked in the territory of India.

An application for compulsory licence may be made by any person notwithstanding that he is already the holder
of a licence under the patent and no person shall be estopped from alleging that the reasonable requirements
of the public with respect to the patented invention are not satisfied or that the patented invention is not worked
in the territory of India or that the patented invention is not available to the public at a reasonably affordable
price by reason of any admission made by him, whether in such a licence or otherwise or by reason of his
having accepted such a licence.

Sub-section (3) requires every application for compulsory licence to contain a statement setting out the nature
of the applicant’s interest together with such particulars as may be prescribed and the facts upon which the
application is based. The Controller on being satisfied that the reasonable requirements of the public with
respect to the patented invention have not been satisfied or the patented invention is not worked in the territory
of India or the patented invention is not available to the public at a reasonably affordable price, may grant a
licence upon such terms as he may deem fit.
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In considering the application of compulsory licence, the Controller is required to take into account —

() the nature of the invention, the time which has elapsed since the sealing of the patent and the measures
already taken by the patentee or any licencee to make full use of the invention;

(i)  the ability of the applicant to work the invention to the public advantage;

(iii)  the capacity of the applicant to undertake the risk in providing capital and working the invention, if the
application were granted,;

(iv) astowhetherthe applicant has made efforts to obtain a licence from the patentee on reasonable terms
and conditions and such efforts have not been successful within a reasonable period as the Controller
may deem fit.

It may be noted that above stated point (i) to (iv) shall not be applicable in case of national emergency or other
circumstances of extreme urgency or in case of public non-commercial use or on establishment of a ground of
anti-competitive practices adopted by the patentee.

However, the Controller is under no obligation to take into account matters subsequent to the making of the
application. It has been clarified that the reasonable period shall be construed as a period not ordinarily
exceeding a period of six months. In this context, it has been clarified that, the reasonable requirements of the
public shall be deemed not to have been satisfied if —

(a) by reason of the refusal of the patentee to grant a licence or licences on reasonable terms,-

(i) an existing trade or industry or the development thereof or the establishment of any new trade or
industry in India or the trade or industry in India or the trade or industry of any person or class of
persons trading or manufacturing in India is prejudiced; or

(i) the demand for the patented article has not been met to an adequate extent or on reasonable
terms; or

(iii) amarketfor export of the patented article manufactured in India is not being supplied or developed;
or

(iv) the establishment or development of commercial activities in India is prejudiced; or

(b) by reason of conditions imposed by the patentee upon the grant of licences under the patent or upon
the purchase, hire or use of the patented article or process, the manufacture, use or sale of materials
not protected by the patent, or the establishment or development of any trade or industry in India, is
prejudiced; or

(c) the patentee imposes a condition upon the grant of licences under the patent to provide exclusive grant
back, prevention to challenges to the validity of patent or coercive package licensing; or

(d) the patented invention is not being worked in the territory of India on a commercial scale to an adequate
extent or is not being so worked to the fullest extent that is reasonably practicable; or

(e) the working of the patented invention in the territory of India on a commercial scale is being prevented
or hindered by the importation from abroad of the patented article by —

(i) the patentee or persons claiming under him; or
(i) persons directly or indirectly purchasing from him; or

(ili) other persons against whom the patentee is not taking or has not taken proceedings for
infringement.
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Revocation of Patents by the Controller for Non-Working

Section 85 deals with revocation of patents by Controller for non-working and provides that where, in respect
of a patent, a compulsory licence has been granted, the Central Government or any person interested may,
after the expiration of two years from the date of the order granting the first compulsory licence, apply to the
Controller for an order revoking the patent on the ground that the patented invention has not been worked in
the territory of India or reasonable requirements of the public with respect to the patented invention has not
been satisfied or the patented invention is not available to the public at a reasonably affordable price.

Every application for revocation should contain prescribed particulars, the facts upon which the application is
based, and, in the case of an application other than by the Central Government, should also set out the nature
of the applicant’s interest. The Controller, if satisfied that the reasonable requirements of the public with respect
to the patented invention has not been satisfied or patented invention has not been worked in the territory of
India or is not available to the public at a reasonably affordable price, may make an order revoking the patent.
The controller has however been put under obligation to ordinarily decide such application within one year of
its presentation.

Procedure for Dealing with Applications

Section 87 provides that where the Controller is satisfied, upon consideration of an application for compulsory
licence or revocation of patent, that a prima facie case has been made out for the making of an order, he shall
direct the applicant to serve copies of the application upon the patentee and any other person appearing from
the register to be interested in the patent in respect of which the application is made, and shall publish the
application in the Official Journal.

The patentee or any other person desiring to oppose the application may, within prescribed time or within such
further time as the Controller may on application allow, give to the Controller notice of opposition. Any such
notice of opposition should contain a statement setting out the grounds on which the application is opposed.
Where any such notice of opposition is duly given, the Controller shall notify the applicant, and shall give to the
applicant and the opponent an opportunity to be heard before deciding the case.

Powers of Controller in granting compulsory licences

Section 88 provides that where the Controller is satisfied that the manufacture, use or sale of materials not
protected by the patent is prejudiced by reason of conditions imposed by the patentee upon the grant of
licences under the patent, or upon the purchase, hire or use of the patented article or process, he may order the
grant of licences under the patent to such customers of the applicant as he thinks fit as well as to the applicant.
Where an application for compulsory licence is made under Section 84 by a person being the holder of a
licence under the patent, the Controller may, if he makes an order for the grant of a licence to the applicant,
order the existing licence to be cancelled, or may, if he thinks fit, instead of making an order for the grant of a
licence to the applicant, order the existing licence to be amended.

Where two or more patents are held by the same patentee and an applicant for a compulsory licence
establishes that the reasonable requirements of the public have not been satisfied with respect to
only some of the said patents, then, if the Controller is satisfied that the applicant cannot efficiently or
satisfactorily work the licence granted to him under those patents without infringing the other patents held
by the patentee and if those patents involve important technical advancement or considerable economic
significance in relation to the other patents, he may, by order, direct the grant of a licence in respect of
the other patents also to enable the licencee to work the patent or patents in regard to which a licence is
granted under Section 84.

Where the terms and conditions of a licence have been settled by the Controller, the licencee may, at any time
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after he has worked the invention on a commercial scale for a period of not less than twelve months, make
an application to the Controller for the revision of the terms and conditions on the ground that the terms and
conditions settled have proved to be more onerous than originally expected and that in consequence thereof
the licencee is unable to work the invention except at a loss. However no such application shall be entertained
a second time by the Controller.

Termination of compulsory licence

Section 94 provides that on an application made by the patentee or any other person deriving title or interest
in the patent, a compulsory licence may be terminated by the Controller, provided the circumstances that give
rise to the grant thereof no longer exist and such circumstances are unlikely to recur. In this regard the holder
of the compulsory licence has been entitled to object to such termination.

International Arrangements

Section 133 to 139 deal with international arrangements. Section 133 deals with convention countries; section
134 deals with notification as to countries not providing for reciprocity; section 135 provides for convention
applications; section 136 contains special provisions relating to convention applications; section 137 provides for
multiple priorities; section 138 deals with supplementary provisions as to convention applications; and section
139 provides for application of other provisions of the Act to convention applications.

In terms of Section 133 a convention country is that country, which is a signatory or party or a group of countries,
union of countries or intergovernmental organizations which are signatories or parties to an international,
regional or bi-lateral treaty, convention or arrangement to which India is also a signatory or party and which
affords to the applicants for patents in India or to citizens of India similar privileges as are granted to their own
citizens or citizens to their member countries in respect of the grant of patents and protection of patent rights.
Section 134 provides that where any country notified by the Central Government as Convention Country does
not accord to citizens of India the same rights in respect of the grant of patents and the protection of patent
rights as it accords to its own nationals, no national of such country shall be entitled either solely or jointly with
any other person:

a) to apply for the grant of a patent or be registered as the proprietor of a patent;
b) to be registered as the assignee of the proprietor of a patent; or
c) to apply for a licence or hold any licence under a patent granted under the Act.

Section 135(1) provides that where a person has made an application for a patent in respect of an invention in a
convention country (basic application) and that person or legal representative or assignee of that person makes
an application under the Act for a patent within twelve months after the date on which the basic application was
made, the priority date of a claim of the complete specification being a claim based on matter disclosed in the
basic application, is the date of making of the basic application.

The explanation to Section 135(1) clarifies that where applications have been made for similar protection in
respect of an invention in two or more convention countries, the period of twelve months shall be reckoned from
the date on which the earlier or earliest of the said applications was made.

In case of an application filed under the Patent Cooperation Treaty designating India and claiming priority from
a previously filed application in India, the provisions of sub-sections (1) and (2) shall apply as if the previously
filed application were the basic application. However, a request for examination under section 11B shall be
made only for one of the applications filed in India.
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Section 136 containing special provisions relating to convention applications requires every convention
application to be accompanied by a complete specification; and specify the date on which and the convention
country in which the application for protection, or as the case may be, the first of such application was made;
and to state that no application for protection in respect of the invention had been made in a convention country
before that date by the applicant or by any person from whom he derives title.

A complete specification filed with a convention application may include claims in respect of developments
of, or additions to, the invention in respect of which the application for protection was made in a convention
country, being developments or additions in respect of which the applicant would be entitled under the
provisions of Section 6 to make a separate application for a patent. Sub-section (3) prohibits a convention
application to be post-dated to a date later than the date on which the application could have been made
under the Act.

Section 138 requires the applicant of a convention application to furnish, in addition to the complete specification,
copies of the specifications or corresponding documents filed or deposited by the applicant in the patent office
of the convention country and verified to the satisfaction of the Controller within the prescribed period from the
date of communication by the Controller. If any such specification or other document is in a foreign language,
a translation into english of the specification or document verified by affidavit or otherwise to the satisfaction of
the Controller are required to be furnished.

Patent Agent

The work relating to drafting of specifications, making of application for a patent, subsequent correspondence
with the Patent office on the objections raised, representing the applicant’s case at the hearings, filing opposition
and defending application against opposition is entrusted to a qualified Patent Agent. Sections 125-132 of the
Patents Act, 1970 read with the Patents Rules deal with the Patent Agents.

Patent Office and Its Establishment

The Controller General of Patents, Designs and Trade Marks appointed under Section 3(1) of the Trade Marks
Act, 1999 shall be the Controller of Patents for the purposes of this Act.

For the purposes of Patents Act, there shall be an office which shall be known as the patent office. The Central
Government may, by notification in the Official Gazette, specify the name of the Patent Office.

Appeals to High Court

Section MM7A(1) states that save as otherwise expressly provided in sub-section (2), no appeal shall lie from any
decision, order or direction made or issued under this Act by the Central Government, or from any act or order
of the Controller for the purpose of giving effect to any such decision, order or direction.

According to Section 117A (2) an appeal shall lie to the High Court from any decision, order or direction of the
Controller of Central Government under section 15, section 16, section 17, section 18, section 19, section 20, sub-
section (4) of section 25, section 28, section 51, section 54, section 57, section 60, section 61, section 63, section
66, sub-section (3) of section 69, section 78, sub-sections (1) to (5) of section 84, section 85, section 88, section
91, section 92 and section 94.

Every appeal under this section shall be in the prescribed form and shall be verified in such manner as may be
prescribed and shall be accompanied by a copy of the decision, order or direction appealed against and by
such fees as may be prescribed.
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LESSON ROUND-UP

A Patent is a statutory right for an invention granted for a limited period of time to the patentee by the
Government, in exchange of full disclosure of his invention for excluding others, from making, using,
selling, importing the patented product or process for producing that product for those purposes without
his consent.

The law relating to patents contained in the Patents Act, 1970 has been amended in the year 1995,
1999, 2002 and 2005 to meet India’s obligations under the agreement on Trade Related Aspects
of Intellectual Property Rights (TRIPs) forming part of the Agreement establishing the World Trade
Organisation (WTO).

Invention as to mean a new product or process involving an inventive step and capable of Industrial
application.

Inventive step as to mean a feature of an invention that involves technical advance as compared to the
existing knowledge or having economic significance or both that makes the invention not obvious to a
person skilled in the art.

Provisional specification describes the nature of the invention to have the priority date of filing of
the application in which the inventive idea has been disclosed. It must be followed by a complete
specification describing the details of the invention along with a statement of claims within 12 months
after filing of the provisional application. If the complete specification is not filed within the prescribed
period, the application is treated as deemed to have been abandoned.

Generally, an application filed with provisional specification is known as provisional application which
is useful in establishing a priority date for your invention. Moreover, filing of a provisional application
is useful as it gives sufficient time to the applicant to assess and evaluate the market potential of his
invention before filing complete specification. However, it is not necessary to file an application with
provisional specification and one can file application directly with complete specification.

Application for a patent for an invention may be made (a) by any person claiming to be the true and
first inventor of the invention;(b) by any person being the assignee of the person claiming to be the true
and first inventor in respect of the right to make such an application;(c)by the legal representative of
any deceased person who immediately before his death was entitled to make such an application.

Patents Act deals with opposition to grant of patent and provides that where an application for a patent
has been published but a patent has not been granted, any person may, in writing, represent by way
of opposition to the Controller against the grant of patent on the certain grounds.

The work relating to drafting of specifications, making of application for a patent, subsequent correspondence
with the Patent office on the objections raised, representing the applicant’s case at the hearings, filing
opposition and defending application against opposition is entrusted to a qualified Patent Agent.

TEST YOURSELF

(These are meant for re-capitulation only. Answers to these questions are not to be submitted for evaluation)

1.

2
3
4.
5)

What is the term of a patent in the Indian system?
What are the criteria of patentability?

What types of inventions are not patentable in India?
Who can apply for a patent?

What are the rights of a patentee once the patent is granted?
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LIST OF FURTHER READINGS

® Bare Act - Patents Act, 1970 and rules made thereunder.
® Indian Patent Law and Practice — Oxford Publishers

® Intellectual Property Laws and Practice — Elizabeth Verkey

OTHER REFERENCES (INCLUDING WEBSITES / VIDEO LINKS)

® https://ipindia.gov.in/patents.htm




EP-EC&IPL Law relating to Patents

468 U



